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DETAILED ACTION 
Specification 

1 . The abstract of the disclosure is objected to because of the following 
informalities: 

On page 18, line 5, insert -and-- before "there". 
On page 18, line 5, insert -a-- before "selection". 
Correction is required. See MPEP § 608.01(b). 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

3. The disclosure is objected to because of the following informalities: 

In paragraph [0001], insert the application serial numbers filing dates for the 
related applications. 

Each of the terms of the acronym "JTAG" (e.g., in line 2 of paragraph [0004]) 
should be spelled out at the first occurrence of the acronym in the specification. 

In line 5 of paragraph [0022], insert -to- after "routed". 

Each of the terms of the acronym "FIFO" (e.g., in line 2 of paragraph [0047]) 
should be spelled out at the first occurrence of the acronym in the specification. 
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4. The use of the trademarks MICROSOFT WINDOWS, LINUX, AND UNIX (see 
line 4 of paragraph [0039]) has been noted in this application. These marks should be 
capitalized wherever they appear and be accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner, which might adversely affect their validity as trademarks. 

Appropriate correction is required. See 37 CFR 1 .71 . 

Claim Objections 

5. Claims 2, 3, 7, 9, and 14 are objected to because of the following informalities: 
In claim 2, line 1 , each term of the acronym "JTAG" should be spelled out at the 

first occurrence of the acronym in the claims. (It should be noted that for examination 
purposes, "JTAG" has been interpreted as referring to the art accepted meaning of 
"Joint Technology Action Group standard". 

In claim 3, line 1 , each term of the acronym "IIC" should be spelled out at the first 
occurrence of the acronym in the claims. 

In claim 7, line 1 , each term of the acronym "FIFO" should be spelled out at the 
first occurrence of the acronym in the claims. (It should be noted that for examination 
purposes, "FIFO" has been interpreted as referring to the art accepted "first-in, first-out". 

In claim 9, line 5, insert after "interface". 

In claim 9, line 7, insert -and- after "master;". 
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* 

In claim 14, line 1 , each term of the acronym "FPGA" should be spelled out at the 
first occurrence of the acronym in the claims. 

In claim 14, line 2, each term of the acronym "EEPROM" should be spelled out at 
the first occurrence of the acronym in the claims. 

Appropriate correction is required. See 37 CFR 1 .75. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention, 

7. Claims 1-8 and 11-17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

8. Claim 1 recites the limitation "the first bus interface" in line 5. There is insufficient 
antecedent basis for this limitation in the claim. (It should be noted that for examination 
purposes, claim 1 has been interpreted such that -the first serial bus interface- 
replaces "the first bus interface"). 

9. In claim 4, line 2, "further comprising" is recited. It is unclear what "further 
comprises" the claimed selection logic. (It should be noted that for examination 
purposes, claim 4 has been interpreted such that -the bus bridge further comprising- 
replaces "further comprising"). - 

10. In claim 4, lines 3-5, "the first serial bus interface can designate which of the 
plurality of target serial bus ports of the target serial bus interface is to receive 
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commands executed by the target serial bus interface" is recited (emphasis added). 
Based on the supporting disclosure, it appears that applicant intends to recite that first 
serial bus interface designates which of the plurality of target serial ports of the target 
serial bus interface is to receive commands executed by the first serial bus interface. (It 
should be noted that for examination purposes, claim 4 has been interpreted such that 
in line 5, -the first serial bus interface- replaces "the target serial bus interface". 

11 . Claim 7 recites the limitation "the second serial bus interface" in line 3. There is 
insufficient antecedent basis for this limitation in the claim. (It should be noted that for 
examination purposes, claim 7 has been interpreted such that -the target serial bus 
interface- replaces "the second serial bus interface", this interpretation being consistent 
with Fig. 8, item 808). 

12. Claim 1 1 recites the limitation "the first serial bus interface" in line 1 . There is 
insufficient antecedent basis for this limitation in the claim. (It should be noted that for 
examination purposes, claim 1 1 has been interpreted such that -the first bus interface- 
replaces "the first serial bus interface"). 

13. Claim 12 recites the limitation "the apparatus coupling the first bus interface" in 
lines 1-2. There is insufficient antecedent basis for this limitation in the claim. The 
interpretation of claim 12 in view of this limitation would require undue guesswork. As a 
result, claim 12 and its dependent claims 13-16 have not been considered with regard 
to the prior art. 

14. Claim 12 recites the limitation "the apparatus for coupling to a plurality of target 
serial bus ports" in line 2. There is insufficient antecedent basis for this limitation in the 
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claim. It is recommended that "the apparatus for coupling to a plurality of target serial 
bus ports" be changed to -the apparatus for coupling to the particular target bus port- 
fas previously recited in claim 1). 

15. Claim 13 recites the limitation "apparatus for coupling to a plurality of target serial 
busses" in lines 2-3. There is insufficient antecedent basis for this limitation in the 
claim. 

16. Claim 13 recites the limitation "the FIFOS" in line 3. There is insufficient 
antecedent basis for this limitation in the claim. It is recommended that "the FIFOS" be 
changed to -the at least one FIFO-. 

1 7. Claim 1 5 recites the limitation "the target serial busses" in line 1 . There is 
insufficient antecedent basis for this limitation in the claim. 

18. Claim 16 should be reviewed with regard to the limitation "the target serial 
busses" in linel, such that this limitation is consistent with any changes made to claim 
15. 

19. Claim 17 recites the limitation "the target serial bus port" in line 5. There is 
insufficient antecedent basis for this limitation in the claim. 

20. Dependent claims 2, 3, 5, 6, 8, and 14 inherit the deficiencies of their respective 
independent claims. 

Claim Rejections - 35 USC § 102 

21 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

22. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent No. 5,935,233 to Jeddeloh. 

With regard to claim 1 , Jeddeloh discloses a bus bridge (Fig. 2, item 56) 
including a first serial bus interface (Fig. 2, item 86), the first serial bus interface 
operable as a bus slave, a target serial bus interface (Fig. 2, item 88), the target serial 
bus interface operable as a bus master, and an apparatus (Fig. 2, item 90) coupling the 
first serial bus interface to the target serial bus interface, such that commands received 
by the first bus interface are capable of causing execution of commands by the target 
serial bus interface (column 4, lines 1-13). 

With regard to claims 2 and 3, Jeddeloh discloses the bus bridge where the 
target serial bus interface is a JTAG bus interface, and where the first serial bus 
interface is an IIC bus interface (column 46-48). 

Therefore, Jeddeloh reads on the invention as claimed. 



23. Claims 1,4, and 9 rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent No. 6,401,153 to Pawlowski. 
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With regard to claim 1, Pawlowski discloses a bus bridge (Fig. 2, item 16) 
including a first serial bus interface (Fig. 2, item 144), the first serial bus interface 
operable as a bus slave, a target serial bus interface (Fig. 2, items 104, 106, and 108), 
the target serial bus interface operable as a bus master, and an apparatus (Fig. 2, item 
34) coupling the first serial bus interface to the target serial bus interface, such that 
commands received by the first bus interface are capable of causing execution of 
commands by the target serial bus interface. 

With regard to claim 4, Pawlowski discloses the bus bridge where the target 
serial bus interface is configured with a plurality of target serial bus ports (Fig. 2, items 
1 04, 1 06, and 1 08), and where the bus bridge further includes selection logic (Fig. 23, 
item 130) coupled such that the first serial bus interface can designate which of the 
plurality of target serial bus ports is to receive commands executed by the first serial 
bus interface. 

With regard to claim 9, Pawlowski discloses a bus bridge (Fig. 2, item 16) 
including a first bus interface (Fig. 2, item 144), the first bus interface operable as a bus 
slave, an apparatus (Fig. 2, item 130) for selecting a particular port of a plurality of 
target serial bus ports (Fig. 2, items 104, 106, and 108), the apparatus for selecting a 
particular target bus port addressable through the first bus interface, an apparatus (Fig. 
2, item 138) for coupling to the particular target bus port, the apparatus for coupling 
operable as a bus master, and an apparatus (Fig. 2, item 34) for transferring information 
between the first bus interface and the particular target bus port. 

Therefore, Pawlowski reads on the invention as claimed. 



Application/Control Number: 09/918,024 
Art Unit: 21 11 



Page 9 



Claim Rejections - 35 USC § 103 

24. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

25. Claims 5, 6, 10, and 11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pawlowski in view of Jeddeloh. 

As described above with regard to the 35 U.S.C. 102(e) rejection of claims 1 , 4, 
and 9, Pawlowski teaches all the features of those claims. Pawlowski does not 
expressly disclose the features of dependent claims 5, 6, 1 0, and 1 1 . 

Jeddeloh discloses the features of claims 5, 6, 10, and 1 1 . As described in 
column 46-48 of Jeddeloh, that patent discloses the bus bridge where the target serial 
bus interface is a JTAG bus interface and where the first serial bus interface is an IIC 
bus interface. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine Jeddeloh with the bus bridge of Pawlowski. The suggestion or 
motivation for doing so would have been to provide expanded functionality to the bus 
bridge. 

Therefore, it would have been obvious to combine Jeddeloh with Pawlowski to 
obtain the invention as specified in claims 5, 6, 10, and 1 1 . 



# 
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26. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pawlowski in view of Jeddeloh, as applied to claim 6 above, and further in view of U.S. 
Patent No. 5,761,462 to Neal, et al. ("Near). 

As described above, Pawlowski in view of Jeddeloh disclose all the features of 
claim 6. However, Pawlowski in view of Jeddeloh does not expressly disclose the 
features of dependent claims 7 and 8. 

Neal discloses the bus bridge, further including a first FIFO buffer (Fig. 3, item 
53) coupled to pass data from the first serial bus interface to the target serial bus 
interface, and a second FIFO buffer (Fig. 3, item 54) coupled to pass data from the 
target serial bus interface to the first serial bus interface. Neal also discloses a status 
register (Fig. 3, item 58), readable over the first serial bus interface, and where the 
status register has flags for detecting data in the first FIFO buffer and the second FIFO 
buffer. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine Neal with Pawlowski in view of Jeddeloh. The suggestion or 
motivation for doing so would have been to provide temporary storage space for in- 
bound and out-bound traffic (column 4, lines 55-62). 

Therefore, it would have been obvious to combine Neal with Pawlowski in view of 
Jeddeloh to obtain the invention as specified in claims 7 and 8. 



27. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pawlowski in view of Jeddeloh, as applied to claims 10 and 1 1 above, and further in 
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view of Reconfigurable Computing: What, Why, and Implications for Design Automation, 
by DeHon, et al. ("DeHon"). 

As discussed above with regard to the 35 U.S.C. 103(a) rejection of claims 10 
and 1 1 , Pawlowski in view of Jeddeloh, teach all the features of those claims. However, 
Pawlowski in view of Jeddeloh does not expressly disclose the features of claim 17. 

DeHon discloses an FPGA having an EEPROM for storing configuration code 
(page 610, column 1, section 1 (Introduction)). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine DeHon with the bus bridge of Pawlowski in view Jeddeloh. 
The suggestion or motivation for doing so would have been increase the performance of 
the bus bridge (page 610, column 1, section 1). 

Therefore, it would have been obvious to combine Pawlowski in view of Jeddeloh 
with DeHon to obtain the invention as specified in claim 17. 

Conclusion 

28. A shortened statutory period for reply is set to expire THREE MONTHS from the 
mailing date of this communication. Extensions of time may be available under the 
provisions of 37 CFR 1 .1 36(a). In no event, however, will the statutory period for reply 
expire later than SIX MONTHS from the mailing date of this communication. 



# 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Donna K. Mason whose telephone number is (703) 305- 
1887. The examiner can normally be reached on Monday - Friday, 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark H. Rinehart can be reached on (703) 305-4815. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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